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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claim 5 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in 
the relevant art that the inventor(s), at the time the application was filed, had possession 
of the claimed invention. Amended claim 5 now describes "computer readable medium" 
which is not supported by the original specification filed on 04/03/2006. Appropriate 
correction is required. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. Claims 1, 2, 6-12, 15-17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shmulevich et al. (US PGPUB # US 2001/0036173 A1) herein after 
referred as Shmulevich as applied to claims above, and further in view of GSM 3GPP 
TS23.040 V4.8.0 herein after referred as TS 23.040 & Provost et al. (US Patent # US 
6801781 B1) herein after referred as Provost. 

4. Regarding claim 1, Shmulevich disclose a telecommunications system for 
communicating a Short Message Service (SMS) message to a user equipment using a 
subscriber identity number terminating on an Internet Protocol network using an Internet 
Protocol (IP) (Shmulevich: Abstract & Fig 1, 2 along with paragraph 0008-0009), the 
user equipment acting as an Internet Protocol (IP) client, (Shmulevich: paragraph 
0024 discloses LAN linking to the control unit ) the system comprising a short 
message service centre (SM-SC) (Shmulevich: paragraph 0007 & Fig 2:42), a 
gateway mobile switching centre (GMSC) (Shmulevich: Fig 2:72) of an SMS network 
for communicating SMS messages, an Internet Protocol/SMS (IP/SMS) gateway 
(Shmulevich: Fig 5:112 , Fig 3A: 74 & paragraph 0019 & 0020, 0054) for 
communicating between the SMS network and the IP network and a home location 
database (HLR/HSS) (Shmulevich: paragraph 0073, 0074) for maintaining address 
data identifying a current location of a user equipment, the gateway mobile switching 
centre being operable in response to the SMS message received from the short 
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message service centre to interrogate the home location database for an address to 
which the SMS message should be sent, the home location database being operable to 
provide the gateway mobile switching centre with an address of the IP/SMS gateway 
stored in association with the subscriber identity number, the gateway switching centre 
being operable to send the SMS message to the IP/SMS gateway, the IP/SMS gateway 
being operable to retrieve an Internet Protocol address corresponding to the subscriber 
identity number stored in an IP/SMS database associated with the IP/SMS gateway, 
and to communicate the SMS message to the user equipment at the retrieved IP 
address via the IP network, wherein the IP network includes an authentication server 
which is operable to determine the IP/SMS gateway address from the IP network via 
which the user equipment is communicating, and to communicate the IP/SMS gateway 
address to the home location database, the IP/SMS gateway address being stored in 
the home location database in association with the subscriber identity number for 
retrieval by the gateway mobile switching centre in response to the received SMS 
message. However, Shmulevich fails to discloses explicitly the user equipment acting 
as an Internet Protocol (IP) client & details and definitions of the gateway mobile 
switching centre being operable in response to the SMS message received from the 
short message service centre to interrogate the home location database for an address 
to which the SMS message should be sent, the home location database being operable 
to provide the gateway mobile switching centre with an address of the IP/SMS gateway 
stored in association with the subscriber identity number, the gateway switching centre 
being operable to send the SMS message to the IP/SMS gateway, the IP/SMS gateway 
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being operable to retrieve an Internet Protocol address corresponding to the subscriber 
identity number stored in an IP/SMS database associated with the IP/SMS gateway, 
and to communicate the SMS message to the user equipment at the retrieved IP 
address via the IP network, wherein the IP network includes an authentication server 
which is operable to determine the IP/SMS gateway address from the IP network via 
which the user equipment is communicating, and to communicate the IP/SMS gateway 
address to the home location database, the IP/SMS gateway address being stored in 
the home location database in association with the subscriber identity number for 
retrieval by the gateway mobile switching centre in response to the received SMS 
message. 

5. However, the examiner maintains that it was well known in the art to provide 
details and definitions of the gateway mobile switching centre being operable in 
response to the SMS message received from the short message service centre to 
interrogate the home location database for an address to which the SMS message 
should be sent (Functionality define by the standard TS 23.040: page 26, fig 5 & 
page 27, Section 5.2.1. line [1-2]) , the home location database being operable to 
provide the gateway mobile switching centre with an address of the IP/SMS gateway 
stored in association with the subscriber identity number (Definition of SMS-GMSC 
define by standard TS 23.040: page 26, fig 5 & page 9, Section 2.2.1 The 
subscriber identity number used with the databases is the International Mobile 
Subscriber Identity [IMSI]), the gateway switching centre being operable to send the 
SMS message to the IP/SMS gateway (Definition of SMS-GMSC & MSC/SGSN by 
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standard TS 23.040: page 26, fig 5 & page 9, Section 2.2.1), the IP/SMS gateway 
being operable to retrieve an Internet Protocol address corresponding to the subscriber 
identity number stored in an IP/SMS database associated with the IP/SMS gateway 
(Definition of MSC/SGSN TS 23.040: page 26, fig 5 & page 9, Section 2.2.1), and to 
communicate the SMS message to the user equipment at the retrieved IP address via 
the IP network (TS 23.040 section 2.1.1 MSC/SGSN described as performing packet 
switching which indicates having a database that provides appropriate labels for 
switching), wherein the IP network includes an authentication server (TS 23.040: page 
92, Fig 16a: note 1 indicates authentication procedure which indicates presence 
of authentication server via IP network) which is operable to determine the IP/SMS 
gateway address from the IP network via which the user equipment is communicating, 
and to communicate the IP/SMS gateway address to the home location database 
(MNRR definition describes when SGSN address is communicated to HLR as 
defined by TS 23.040: Page 14), the IP/SMS gateway address being stored in the 
home location database in association with the subscriber identity number for retrieval 
by the gateway mobile switching centre in response to the received SMS message (TS 
23.040 section 2.1.1 describes that the gateway holds SMS routing information 
which would include IP and SMS address information and IMSI number). 
6. Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to modify the Shmulevich with the teachings of TS 
23.040 for the purpose of providing compatibility with the 3GPP standard. 
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7. However, Shmulevich in view of TS 23.040 fail to disclose the user equipment 
acting as an Internet Protocol (IP) client, however, the examiner maintains that it was 
well known in the art to provide the user equipment acting as an Internet Protocol (IP) 
client as taught by Provost (Provost: Fig 5A & Col. 6 lines [1-16] & Col 3 lines [34- 
47] discloses Mobile capable of handling IP protocol transaction). 

8. In a similar field endeavor Provost discloses providing a supplementary service 
in a mobile communication system. In addition, Provost discloses the user equipment 
acting as an Internet Protocol (IP) client. 

9. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Shmulevich in view of TS 23.040 by specifically 
providing the user equipment acting as an Internet Protocol (IP) client as taught by 
Provost for the purpose of providing compatibility with GPRS standard. 

10. Regarding claim 2, Shmulevich in view of Provost & TS 23.040 discloses 
everything in claim 1 as above, wherein the authentication server is operable to 
determine the IP address of the user equipment when communicating via the IP 
network (Shmulevich: Fig 6 & paragraph 0059 indicates use of LAN & WAN , in 
both the case wireless router performs this operation on internet), and to 
communicate the IP address of the user equipment to the IP/SMS gateway for storing in 
the IP/SMS database associated with the IP/SMS gateway for retrieval by the IP/SMS 
gateway in response to the received SMS message (IP addresses are part of internet 
IP packets, and the storage of these addresses is equivalent to routing tables in 
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gateways which maps it to appropriate address in connecting network, here its 
mapping from IP network to cellular network). This claim is rejected for the same 
motivation as claim 1 . 

1 1 . Regarding claim 6, Shmulevich disclose a method of communicating a Short 
Message Service (SMS) message to a user equipment using a subscriber identity 
number terminating on an Internet Protocol (IP) network using an Internet Protocol (IP) 
(Shmulevich: Abstract & Fig 2: 76, along paragraph 0008, 0009), the user 
equipment acting as an Internet Protocol (IP) client, the method comprising maintaining 
address data identifying a current location of the user equipment in a home location 
database (Shmulevich: Fig 2, paragraph 0025 lines[8-12] & TS 23.040 uses GMSC , 
SMSC & SME gateways, and HLR database), receiving the SMS message at a 
gateway mobile switching centre (GMSC) of an SMS network for communicating the 
SMS message, providing, to the gateway mobile switching centre, from the home 
location database an address of an Internet Protocol/SMS gateway for communicating 
between the SMS network and the IP network (Shmulevich: Fig 2 & TS 23.040 
Section 4 describes messaging gateways [SMS-GMSC] with attached HLR 
database connecting to the SC and SME), sending the SMS message to the IP/SMS 
gateway, retrieving the IP address corresponding to the subscriber identity number from 
an IP/SMS database associated with the IP/SMS gateway (Shmulevich: Fig 2 & TS 
23.040 section 2.1.1 describes that the gateway holds SMS routing information 
which would include IP/SMS address information, and TS 23.040 section 3.8 
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describes SMS and Internet Email interworking), and communicating the SMS 
message to the user equipment at the retrieved IP address via the IP network 
(descriptive of internet operation), wherein the maintaining the address data 
comprises determining the IP/SMS gateway address from the IP network via which the 
user equipment is communicating using an authentication server connected to the IP 
network (Shmulevich: Fig 2 , paragraph [0022 -0024] describes IP router, 
Paragraph 0025 describes HSS which authenticates the user), communicating the 
IP/SMS gateway address from the authentication server to the home location database 
(Shmulevich: Fig 2 , & paragraph 0029), and storing the IP/SMS gateway address in 
the home location database in association with the subscriber identity number for 
retrieval in response to the received SMS message. 

However Shmulevich fails to discloses specifically storing the IP/SMS gateway 
address in the home location database in association with the subscriber identity 
number for retrieval in response to the received SMS message. Examiner maintains 
that it was well known in the art to provide storing the IP/SMS gateway address in the 
home location database in association with the subscriber identity number for retrieval 
in response to the received SMS message (TS 23.040 section 2.1.1 describes that 
the gateway holds SMS routing information which would include IP/SMS address 
information) as taught by TS 23.040. 

12. Therefore it would have been obvious to one of the ordinary skill in the art at the 
time invention was made to modify Shmulevich by specifically providing storing the 
IP/SMS gateway address in the home location database in association with the 



Application/Control Number: 10/574,737 Page 10 

Art Unit: 2617 

subscriber identity number for retrieval in response to the received SMS message as 
taught by TS 23.040 for the purpose of providing compatibility with 3GPP standard. 
However, Shmulevich in view of TS 23.040 fail to disclose explicitly user equipment 
acting as an Internet Protocol (IP) client, however, the examiner maintains that it was 
well known in the art to provide user equipment acting as an Internet Protocol (IP) client 
as taught by Provost. 

13. In a similar field of endeavor Provost discloses providing a supplementary 
service in a mobile communication system. In addition Provost discloses user 
equipment acting as an Internet Protocol (IP) client. 

14. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Shmulevich in view of TS 23.040 by specifically 
providing user equipment acting as an Internet Protocol (IP) client as taught by 
Provost, for the purpose of providing compatibility with GPRS standard. 

1 . Regarding claim 7, Shmulevich in view of Provost & TS 23.040 discloses a 
method as claimed in Claim 6 as above, along with the method comprising determining 
the IP address of the user equipment when communicating via the IP network 
(Shmulevich: paragraph 0023-0025 discloses IP router with encryption (HSS 
authentication) operating attached to the internet), communicating the IP address of 
the user equipment to the IP/SMS gateway (Shmulevich: paragraph 0026 lines [1- 
13]), and storing the IP address of the user equipment in an IP/SMS database 
associated with the IP/SMS gateway (TS 23.040 section 2.1.1 describes that the 
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gateway holds SMS routing information which would include IP/SMS address 
information), the IP address being stored in association with the subscriber identity 
number for retrieval in response to the received SMS message (TS 23.040 Section 4 
describes messaging gateways [SMS-GMSC] with attached HLR database). This 
claim is rejected for the same motivation as claim 6. 

2. Regarding claim 8, Shmulevich in view of Provost & TS 23.040 discloses a 
method as claimed in Claim 6 or 7 as above comprising setting a flag in the home 
location database for at least the subscriber identity number of the user equipment, the 
flag being indicative of whether the user equipment is currently communicating via the 
IP network, the address of the IP/SMS gateway to which SMS messages should be sent 
being stored in association with the flag (TS 23.040 section 3.8.2.3 defines the 
Optional Control Flag which is user defined, here it is defined to provide 
information regarding UE's busy using IP network for the purpose of enabling 
decision to provide alternate means of routing). This claim is rejected for the same 
motivation as claim 6. 

3. Regarding claim 9, Shmulevich in view of Provost & TS 23.040 discloses 
everything in Claim 8 as above, along with setting the flag in the home location 
database to indicate that the user equipment is currently communicating via the IP 
terminated network, and not setting the flag to indicate that the SMS message should 
be communicated via a serving support node of a cellular mobile radio network for 
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delivery to the user equipment (this limitation is read as use the flag in a binary 
fashion, wherein SET selects IP communication, and CLEARED selects mobile 
communication but this describes the opposite logical state of the flag described 
in claim 8) this claim is rejected for the same motivation as claim 8. 

4. Regarding claim 10, Shmulevich disclose a telecommunications system for 
communicating a Short Message Service (SMS) message to a user equipment using a 
subscriber identity number terminating on an Internet Protocol (IP) network using an 
Internet Protocol (IP) (Shmulevich: Fig 2 & TS 23.040 Fig 5 & section 4 describes a 
network from a Mobile Station to a service center [SC] that connects to short 
message entity [SME] on a fixed network outside the GSM network, and is 
capable of interconnecting messages with these external networks, and TS 
23.040 section 2.1.1 describes that the gateway SMS-GMSC holds SMS routing 
information), the user equipment acting as an Internet Protocol (IP) client, the system 
comprising means for maintaining address data identifying a current location of the user 
equipment in a home location database (Shmulevich: Fig 2 & TS 23.040 Fig 5 along 
with definition of SMS-GMSC describes function of MSC capable of receiving a 
SMS from SC, interrogating an HLR for routing information and SMS information 
and delivering SMS to the SGSN of the recipient MS), means for receiving the SMS 
message at a gateway mobile switching centre (GMSC) of an SMS network for 
communicating the SMS message (text is descriptive of GSM network), means for 
providing, to the gateway mobile switching centre, from the home location database an 
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address of an Internet Protocol/SMS gateway for communicating between the SMS 
network and the IP network (TS 23.040 section 2.1.1 describes that the gateway 
holds SMS routing information which would include IP/SMS address information), 

means for sending the SMS message to the IP/SMS gateway (TS 23.040 section 4 
describes the SME connected to the SMS-GMSC), means for retrieving the IP 
address corresponding to the subscriber identity number from an IP/SMS database 
associated with the IP/SMS gateway (Shmulevich: Fig 2 & TS 23.040 SMS-GMSC 
with HLR database attached), and means for communicating the SMS message to the 
user equipment at the retrieved IP address via the IP network (descriptive of internet 
operation), wherein the means for maintaining the address data comprises means for 
determining from an authentication server forming part of the IP network the IP/SMS 
gateway address via which the user equipment is communicating, means for 
communicating the IP/SMS gateway address from the authentication server to the home 
location database, and means for storing the IP/SMS gateway address in the home 
location database in association with the subscriber identity number for retrieval in 
response to the received SMS message. However Shmulevich fails to disclose the the 
user equipment acting as an Internet Protocol (IP) client, & means for maintaining the 
address data comprises means for determining from an authentication server forming 
part of the IP network the IP/SMS gateway address from the IP network via which the 
user equipment is communicating, means for communicating the IP/SMS gateway 
address from the authentication server to the home location database and means for 
storing the IP/SMS gateway address in the home location database in association with 
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the subscriber identity number for retrieval in response to the received SMS message 
however Examiner maintains that it will well known in the art to provide the user 
equipment acting as an Internet Protocol (IP) client & means for determining from an 
authentication server forming part of the IP network the IP/SMS gateway address from 
the IP network via which the user equipment is communicating (TS 23.040 Fig 18 b, c, 
d describes MS getting authenticated by VLR which is connected to SGSN), 
means for communicating the IP/SMS gateway address from the authentication server 
to the home location database (TS 23.040 Fig 5 describes VLR communicating to 
HLR via SGSN and SMSC-GMSC), and means for storing the IP/SMS gateway 
address in the home location database in association with the subscriber identity 
number for retrieval in response to the received SMS message (TS 23.040 section 
2.1.1 describes that the gateway holds SMS routing information which would 
include IP/SMS address information as taught by TS 23.040. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Shmulevich by specifically providing means for 
determining from an authentication server forming part of the IP network the IP/SMS 
gateway address from the IP network via which the user equipment is communicating 
means for communicating the IP/SMS gateway address from the authentication server 
to the home location database, and means for storing the IP/SMS gateway address in 
the home location database in association with the subscriber identity number for 
retrieval in response to the received SMS message as taught by TS 23.040 for the 
purpose of providing compatibility with 3GPP standard. 
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1 5. However, Shmulevich in view of TS 23.040 fail to disclose explicitly user 
equipment acting as an Internet Protocol (IP) client, however, the examiner maintains 
that it was well known in the art to provide user equipment acting as an Internet Protocol 
(IP) client as taught by Provost. 

16. In a similar field of endeavor Provost discloses providing a supplementary 
service in a mobile communication system. In addition Provost discloses user 
equipment acting as an Internet Protocol (IP) client. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Shmulevich in view of TS 23.040 by specifically 
providing user equipment acting as an Internet Protocol (IP) client as taught by 
Provost, for the purpose of providing compatibility with GPRS standard. 

5. Regarding claim 1 1 , Shmulevich in view of Provost & TS 23.040 discloses 
everything in claim 10 as above, along with means for determining an Internet Protocol 
(IP) address of the user equipment when communicating via the IP network 
(descriptive of initialization of device on internet), means for communicating the IP 
address of the user equipment to an IP/SMS gateway (descriptive of routing of IP 
packets on internet), and means for storing the IP address of the user equipment in 
the IP/SMS database associated with the IP/SMS gateway (descriptive of Registering 
of IP address of UE & associated SGSN to VLR) , the IP address being stored in 
association with the subscriber identity number, for retrieval in response to the SMS 
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message (TS 23.040 Section 4 describes messaging gateways SGSN with 
attached VLR database). This claim is rejected for the same motivation as claim 10. 

6. Regarding claim 12, Shmulevich in view of Provost & TS 23.040 discloses 
everything in Claim 10 as above along with means for setting a flag in the home location 
database for at least the subscriber identity number of the user equipment, a flag 
indicative of whether the user equipment is currently communicating via the IP network, 
the address of the IP/SMS gateway to which SMS messages should be sent being 
stored in association with the flag (Shmulevich in view of TS 23.040 uses the SC and 
SME gateways to connect to IP networks, and the HLR database stores 
addressing data based on International Mobile Subscriber Identity [IMSI] and the 
Optional Control Flag can be user defined). This claim is rejected for the same 
motivation as claim 10. 

7. Regarding claim 15, Shmulevich in view of Provost & TS 23.040 discloses 
everything in claim 2 as above, wherein the home location database is arranged to set 
for at least the subscriber identity number of the user equipment, a flag indicative of 
whether the user equipment is currently communicating via the IP network, the address 
of the IP/SMS gateway to which SMS messages should be sent being stored in 
association with the flag (TS 23.040 section 3.8.2.3 defines the Optional Control 
Flag which is user defined to control email redirection). This claim is rejected for 
the same motivation as claim 2. 
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8. Regarding claim 16, Shmulevich in view of Provost & TS 23.040 discloses 
everything in claim 7 as above along with setting a flag in the home location database 
for at least the subscriber identity number of the user equipment, the flag being 
indicative of whether the user equipment is currently communicating via the IP network, 
the address of the IP/SMS gateway to which SMS messages should be sent being 
stored in association with the flag (TS 23.040 section 3.8.2.3 defines the Optional 
Control Flag , which can be redefined or extended by the either the SC or SME to 
control email redirection at the SMS-GMSC for the purpose same as claim 8). This 
claim is rejected for the same motivation as claim 7. 
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9. Regarding claim 17, Shmulevich in view of Provost & TS 23.040 discloses 
everything in claim 1 1 as above along with means for setting a flag in the home location 
database for at least the subscriber identity number of the user equipment, a flag 
indicative of whether the user equipment is currently communicating via the IP network, 
the address of the IP/SMS gateway to which SMS messages should be sent being 
stored in association with the flag (TS 23.040 Section 4 describes messaging 
gateways [SMS-GMSC] with attached HLR database, holding SMS routing 
information which would include IP/SMS address information, for further 
specifics TS 23.040 section 3.2.6 describes 'The Mobile Station Not Reachable 
Flag (MNRF) within the HLR' that explicitly describes whether the mobile is 
available to communicate via SMS, and from TS 23.040 section 2.1.1 the HLR 
database stores other address information, and TS 23.040 section 3.8.2.3 defines 
the Optional Control Flag at the which can be redefined or extended by the either 
the SC or SME to control email redirection). This claim is rejected for the same 
motivation as claim 1 1 . 

10. Claims 3-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shmulevich in view of Provost & TS 23.040 as applied to claim 1 & 3 above, and 
further in view of Uyless Black (Mobile & Wireless Networks published in 1999) 
herein after referred as Uyless. 
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1 1 . Regarding claim 3, Shmulevich in view of Provost & TS 23.040 discloses 
system as claimed in Claim 1 as above, wherein the home location database is 
arranged to set for at least the subscriber identity number of the user equipment (TS 
23.040 section 2.1.1 HLR stores MSIN by definition), a flag indicative of whether the 
user equipment is currently communicating via the IP network, the address of the 
IP/SMS gateway to which SMS messages should be sent being stored in association 
with the flag (HLR stores the routing information & SMS information by definition, 
TS 23.040 section 2.1.1 SMS-GMSC). 

However Shmulevich in view of Provost & TS 23.040 fails to disclose a flag 
indicative of whether the user equipment is currently communication via the ip network, 
however, the examiner maintains that it was well known in the art to provide a flag 
indicative of whether the user equipment is currently communication via the ip network 
(Mobile & Wireless networks by uyless black: page 317 line [22-26] GPRS class A 
& B monitors packet switched system which refers to having indicator or flag to 
monitor) as taught by Uyless. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify Shmulevich in view of Provost & TS 23.040 by 
specifically providing a flag indicative of whether the user equipment is currently 
communication via the ip network as taught by Uyless for the purpose of providing 
uninterrupted service. 
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12. Regarding claim 4, Shmulevich in view of Provost & TS 23.040 in further view 
of Uyless discloses everything in Claim 3 as above along with the authentication server 
is operable to set the flag in the home location database to indicate that the user 
equipment is currently communicating via the IP terminated network (Mobile & 
Wireless networks by uyless black: page 317 line [22-26] GPRS class A & B 
monitors packet switched system), and if not set to indicate that the SMS message 
should be communicated via a serving support node of a cellular mobile radio network 
for delivery to the user equipment (TS 23.040 section 3.8.2.3 defines the Optional 
Control Flag at the which can be redefined or extended by the either the SC or 
SME to control email redirection). This claim is rejected for the same motivation as 
claim 3. 

13. Regarding claim 5, Shmulevich in view of TS 23.040 disclose a home location 
database stored on a computer readable medium, the home location database for 
maintaining address data identifying a current location of a user equipment (TS 23.040 
Section 2.1.1 describes the home location data base HLR implemented as a 
function in the gateway MSC [SMS-GMSC] hardware), the address data providing an 
address to which an SMS message addressed to the user equipment at a subscriber 
identity number should be sent (TS 23.040 section 2.1.1 the gateway holds SMS 
routing information), wherein the home location database is arranged to provide a 
gateway mobile switching centre with an address of an IP/SMS gateway for 
communicating the SMS message to the user equipment at the subscriber identity 
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number (TS 23.040 Section 4 describes messaging gateways [SMS-GMSC] with 
attached HLR database), when the user equipment is communicating via an Internet 
Protocol (IP) network using an Internet Protocol, communication being terminated on 
the IP network (Shmulevich: Fig 2) and the user equipment acting as an Internet 
Protocol (IP) client , the address of the IP/SMS gateway being provided by an 
authentication server (TS 23.040: page 92, Fig 16a: note 1 indicates authentication 
procedure which indicates presence of authentication server), which determines 
the IP/SMS gateway from the IP network via which the user equipment (description of 
IP functionality) is communicating the home location database being arranged to store 
for at least the subscriber identity number of the user equipment (TS 23.040 section 
2.1.1 describes that the gateway holds SMS routing information which includes 
IP, SMS address information and IMSI number), a flag indicative of whether the user 
equipment is currently communicating via the IP network and acting as an Internet 
Protocol (IP) client, and if the flag is set to indicate that the user equipment is currently 
communicating via the IP network, an address of the IP/SMS gateway to which SMS 
messages should be sent (TS 23.040 section 3.8.2.3 defines the Optional Control 
Flag which can be redefined or extended by the SC or SME to control email 
redirection). However Shmulevich in view of TS 23.040 fails to disclose a flag 
indicative of whether the user equipment is currently communicating via the IP network, 
however examiner maintains that it was well known in the art to provide a flag indicative 
of whether the user equipment is currently communicating via the IP network (Mobile & 
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Wireless networks by Uyless black: page 317 line [22-26] GPRS class A & B 
monitors packet switched system) as taught by Uyless. 

14. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Shmulevich in view of TS 23.040 by specifically 
providing a flag indicative of whether the user equipment is currently communicating via 
the IP network as taught by Uyless for the purpose of providing uninterrupted service. 

1 5. However, Shmulevich in view of TS 23.040 & Uyless fail to disclose explicitly 
user equipment acting as an Internet Protocol (IP) client, however, the examiner 
maintains that it was well known in the art to provide user equipment acting as an 
Internet Protocol (IP) client as taught by Provost. 

16. In a similar field of endeavor Provost discloses providing a supplementary 
service in a mobile communication system. In addition Provost discloses user 
equipment acting as an Internet Protocol (IP) client. 

1 7. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Shmulevich in view of TS 23.040 & Uyless by 
specifically providing user equipment acting as an Internet Protocol (IP) client as taught 
by Provost, for the purpose of providing compatibility with GPRS standard. 

Response to Arguments 

1 7. Applicant's arguments with respect to claims 1-12, 1 5-1 7 have been considered 
but are moot in view of the new ground(s) of rejection. 
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a. Applicant argues about the a class B station is capable of "monitoring" 
both the circuit switched and packet switched networks does not imply that a flag 
is set when the UE is attached to an IP network, however, the examiner 
respectfully disagree as whenever there is monitoring functionality is performed 
there has to be a mechanism that will allow the class B station to differentiate 
between two switching mechanism or some kind of indication that tells the 
system on which system UE is attached to. 

Conclusion 

18. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Munjal Patel whose telephone number is (571)270- 
5541 . The examiner can normally be reached on Monday - Friday 9:00 AM - 6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rafael Perez-Gutierrez can be reached on 571-272-7915. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Munjal Patel 
Examiner 
Art Unit 2617 

/M. P.I 

Examiner, Art Unit 2617 



/Rafael Perez-Gutierrez/ 

Supervisory Patent Examiner, Art Unit 2617 



